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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-15 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of invention Group I, claims 1-5 in the reply 
filed on 7-28-2008 is acknowledged. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 2 and 3, it is unclear what the clause "the polypropylene polymer" 
refers to as the base claim recites "polypropylene polymers" (in plural, emphasis 
added), thus making it confusing how the polypropylene polymers of claims 2 and 3 
relate to the polymers of claim 1 . 

In claim 3, it is not apparent what is meant by the claimed high-temperature 
peak, i.e., whether it is the property of the base polypropylene polymer or the peak can 
be attributed to the presence of higher Tg/Tm additional polymer. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1- 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
97/38048 to Kaneka Corporation, (hereinafter "Kaneka"). 

US Patent 6,596,782 is a family equivalent of the cited Kaneka WO document 
and is used in the rejections as the equivalent English translation of the Kaneka 
document (the references are made to the US document). 

Kaneka discloses open cell polypropylene expandable beads having See 
comparative example 7. While the content of the open cells in the example is slightly 
below the claims 40 %, it has been established by the case law that a prima facie case 
of obviousness exists where the claimed ranges and prior art ranges do not overlap but 
are close enough that one skilled in the art would have expected them to have the same 
properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ 
773 (Fed. Cir. 1985). In the instant case, the expressly disclosed value of 37 is 
sufficiently close to the claimed 40 % so it is expected that the properties of the 
disclosed and the claimed beads are substantially similar. 

In the illustrative example 7, the underlying compositions comprises 
polypropylene based resin and water absorbing polymers (Ethylene-acrylic acid 
copolymer) in the amounts of 5 %, which correspond to the claimed "cell-opener". It is 
further noted that among hydrophilic additives, additives that fully correspond to those 
disclosed in the instant specification as "cell openers" are expressly disclosed in 
columns 5-6. The list of suitable hydrophilic polymers includes those, which inherently 
have higher melting points, than the base PP polymer, thus the beads will inherently 
exhibit higher DSC peak. 
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The average cell size of the beads of example 7 is disclosed as 20 urn, which 
falls within the claimed range. The reference does not expressly disclose the size of the 
expanded bead or the density of the bead, however, from the expansion ratio of 18, 
given that the density of polypropylene polymers is about 900 g/l, the expanded particle 
inherently has the claimed density. Similarly, from the initial weight of the unexpanded 
particle, ( 5 mg), and the expansion ratio of 18, the expanded particle size also falls 
within the claimed size. 

In addition, as evidenced from the disclosure and the illustrative examples, 
specifically example 7, the cushioning and flexibility properties of the molded articles 
obtained from the expanded beads disclosed in example 7 fall into specific middle 
range, while maintaining all other properties at high level, which results, by itself, 
constitute an expressed teachings to prepare beads with higher open cell content in 
order to obtain molded articles with specific properties for applications where lower 
flexibility of the foam is desirable. 

Thus, the invention as claimed, would have been fully obvious from the teachings 
of the cited reference. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kaneka 
as applied to claim 1 above, and further in view of US Patent 6,077,875 to Sasaki et al., 
(hereinafter "Sasaki"). 

This is alternative rejection of claim 3, should the claimed DSC peak be 
interpreted as the property the underlying PP resin in the expandable bead. 
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The Kaneka reference does not address the DSC behavior of the expanded 
beads, however PP based beads which have, in the DSC thermodiagram, at least one 
high-temperature peak at a higher temperature than the melting peak of the propylene 
polymer employed are known in the art as disclosed in Sasaki. The high temperature 
peak is a function of the processing conditions of the expandable beads, and such 
beads exhibit improved mechanical properties. Thus, using of such PP base resins in 
invention of Kaneka (or comparative examples) would have been obvious to obtain 
molding of improved properties. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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